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Opi nion by Hohein, Adm nistrative Trademark Judge:

M chael Miir has petitioned to cancel the
registration owned by Infectious Records, Inc. for the mark

"1 NFECTI QUS RECORDS, " which is registered in the stylized

Infectious Records

format shown bel ow
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for "conpact discs, audio cassette tapes, video cassette
t apes, laser discs, LP, EP and single records."?

As his sole ground for cancellation, petitioner
al l eges anong other things that he "is in the nusic business
and has continuously used the mark | NFECTI OUS GROOVES" since
January 1990, for nusical sound recordings and pre-recorded
conpact discs and audio cassettes featuring nusic"; that, nore
particul arly, he "has used the mark | NFECTI OQUS GROOVES f or
nmusi cal sound recordings in the United States long prior to
any use, if at all, by Registrant of the mark | NFECTI OUS
RECORDS for conpact discs, audio cassette tapes, video
cassette tapes, laser discs, LP, EP and single records”; that
"[r]legistrant's mark | NFECTI OUS RECORDS is nearly identical to
Petitioner's mark | NFECTI OQUS GROOVES and is used in connection
with the same goods that Petitioner uses his mark"; that,
"[o]n that basis, a likelihood of confusion exists between
Petitioner's mark and Registrant's mark"; and that petitioner
is the owner of an application, "Serial No. 75/429,145 filed
February 5, 1998 for registration of the mark | NFECTI OUS
GROOVES for mnusical sound recordings,” which "has been refused

registration ... on the grounds that Petitioner's mark

! Reg. No. 2,018,909, issued on Novenber 26, 1996 from an application
filed on July 31, 1995, which disclains the word "RECORDS" and sets
forth a date of first use anywhere and in comerce of August 10,
1994.
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| NFECTI OUS GROOVES is likely to be confused with Registrant's
mar k 1 NFECTI OUS RECORDS. "

Respondent, in its answer, has denied the salient
al l egations of the petition to cancel.?

The record consists of the pleadings and
petitioner's notice of reliance on: (i) portions of the file
hi story for his pleaded application; (ii) respondent's
adm ssion of petitioner's first set of requests for adm ssion
by its failure to respond thereto; and (iii) excerpts of
various articles from newspapers, magazi nes and other printed
publications. Neither petitioner nor respondent took any
testimony or otherwi se introduced any other evidence. Only
petitioner filed a brief and neither party requested an oral
heari ng.

The copy of the portions of the file history of

petitioner's pleaded application is sufficient proof of

2 Al t hough respondent has additionally asserted, as equitable
affirmati ve defenses, that "[p]etitioner's clains are barred by

| aches and/or estoppel” and that "[p]etitioner's clains are barred by
uncl ean hands, " such defenses not only have not been properly

pl eaded, in that the facts constituting the defenses have not been

al | eged, but in any event the defenses were not proven at trial.

Li kewi se, while respondent has also alleged as an affirnati ve defense
that "[p]etitioner's clains are barred as it has no rights in any
mark 'Infectious' that are superior to the rights of Registrant,"”
such a defense is nerely an anplification of respondent's denial of
petitioner's claimof priority of use and |ikelihood of confusion

rat her than, properly speaking, an affirmative defense and, in any
event, no proof thereof was offered at trial. Accordingly, no
further consideration will be given to any of respondent's putative
affirmati ve defenses.
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petitioner's standing to bring this proceeding inasnuch as it
establishes his real interest in this matter. See, e.g.,
Ritchie v. Sinpson, 170 F.3d 1092, 50 USPQ2d 1023, 1025-27
(Fed. Cir. 1999); and Lipton Industries, Inc. v. Ralston
Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982).
Specifically, such evidence denonstrates that, as pleaded in
the petition for cancellation, petitioner filed application
Ser. No. 75/429,145 on February 5, 1998 to register the mark
"1 NFECTI QUS GROOVES" for "nmusical sound recordings; and pre-
recorded conpact discs and audi o cassettes in International
Class 9" which was rejected in |light of respondent's involved
registration on the basis that contenporaneous use of
petitioner's mark for his goods is "likely to cause confusion”
with respondent's mark for its goods. (Exhibits 1 and 2,
respectively, of petitioner's notice of reliance.) Thus, and
inasnmuch as it is plain that (i) the goods of the parties are
identical in part (nanmely, records, conpact discs and audio
cassettes) and are otherw se closely related (as respondent
adm tted by not responding to Request for Adm ssion No. 22)3
and (ii) the respective marks are substantially simlar (given

t he suggestiveness of the term "GROOVES" and the genericness

3 Specifically, such request states: "Petitioner's sound recordings
bearing I NFECTI OQUS GROOVES are related to Respondent's conpact discs,
audi o cassette tapes, video cassette tapes, |aser discs, LP, EP and

single records bearing the mark | NFECTI OQUS RECORDS. "
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of the word "RECORDS")“* when considered in their entireties,
the focus of our inquiry is on which party has priority of use
of the marks at issue as a trademark.

Wth respect thereto, it is clear that because
respondent did not take testinony or introduce any other
evidence in its behalf, the earliest date upon which it could
ot herwi se rely for purposes of priority of use of its mark as
a trademark for its goods would ordinarily be the July 31
1995 filing date of the use-based application which matured
into its involved registration. See, e.qg., Lone Star Mg.
Co., Inc. v. Bill Beasley, Inc., 498 F.2d 906, 182 USPQ 368,
369 (CCPA 1974); Col unbia Steel Tank Co. v. Union Tank &
Supply Co., 277 F.2d 192, 125 USPQ 406, 407 (CCPA 1960);
Hi | son Research Inc. v. Society for Human Resource Managenent,
27 USPQ2d 1423, 1428-29 at n. 13 (TTAB 1993); and Anerican
Standard Inc. v. AQM Corp., 208 USPQ 840, 841-42 (TTAB 1980).
Petitioner, however, concedes in his brief that respondent
"first used I NFECTI QUS RECORDS on August 10, 1994," the date
of first use and first use in comrerce stated in the involved
registration. Accordingly, in order to prevail in this

proceedi ng, petitioner nust establish that he has priority of

4 As petitioner notes in his brief: "The term GROOVES in
Petitioner's mark suggests record grooves, while Registrant's mark
contains the term RECORDS. Thus, both marks share a simlar neaning,
records that are '"infectious.'"
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use in that he has continuously used the mark "I NFECTI OUS
GROOVES" as a trademark for nmusical sound recordings since on
or before August 10, 1994.

Petitioner maintains in his brief that his "priority
of use has ... been established" because:

Petitioner first used the mark

| NFECTI OQUS GROOVES in January of 1990 and

has continuously used | NFECTI OUS GROOVES

ever since. (Notice of Reliance, Exhibits

5-45). .... Moreover, Registrant has

admtted that Petitioner's use of

| NFECTI OQUS GROOVES predated Registrant's

use of | NFECTI OUS RECORDS. (RFA Nos. 3-6

and 15). Therefore, no issue exists as to

the priority of use relative to

Regi strant's use of | NFECTI OUS RECORDS

versus Petitioner's use of | NDECTI UOUS

GROOVES.
The evidence cited by petitioner, however, fails to
denonstrate that he has continuously used the mark "I NFECTI OQUS
GROOVES" as a trademark for mnusical sound recordings prior to
or at least as early as August 10, 1994.

Specifically, the articles from newspaper, magazi ne
and ot her printed publications which constitute Exhibits 5-45
of petitioner's notice of reliance show on their face that the
term "1 NFECTI OQUS GROOVES" is invariably used in reference to
t he name of a band or nusical group rather than, as pleaded in

the petition for cancellation, a trademark for or brand nane

of musical sound recordings. For exanple, Exhibit No. 44 to
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petitioner's notice of reliance explicitly indicates in
pertinent part that:

"Excel guitarist Adam Sei gel has been
pl aying recently with Infectious G ooves, a
band that includes two nenmbers of Suicidal

Tendencies . ... -- L. A Tines, Decenber
16, 1991.

Li kewi se, for instance, Exhibit Nos. 21, 24, 26, 27, 31 and 34
to petitioner's notice of reliance each specifically refer, as
respectively set forth below, to "INFECTI OQUS GROOVES" as the
name of a "band":
"Sui ci dal tendencies' |eader Mke Mir
| eads I nfectious Grooves, the band that
opens for Suicidal at 8 p.m Saturday at

Mesa Anphitheatre."” -- Arizona Republic,
February 28, 1993;

"One reason for the unmet pronm se of
menace was the dubi ous inclusion of
| nfectious G ooves, S.T. vocalist Mke
Muir's spin-off band (which also includes
S. T. bassist Robert Trujillo), in the
openi ng sl ot for an over-generous 60-m nute
set." -- St. Louis Post-Dispatch, March 13,
1993;

"IT"S FINE that the hardcore-turned-
speedcore quartet Suicidal Tendencies
decided to create a funky alter ego,
| nfectious Grooves, and that the forner
have hired the latter to open for it on its
current tour. The problemis that the
Grooves are as offensive as they are
i nfectious, due to the band's dubi ous sense
of hunor." -- Washington Post, March 19,
1993;

"Tonight, if you're in a Mke Miir
kind of npbod, you can catch the
hyperkinetic one twice at Avalon with his
wel | - known hard rock/ punk band Sui ci dal
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Tendenci es, which follows up a set by his
funkier new outfit |Infectious G ooves
band." -- Boston d obe, March 19, 1993;

"When not playing with Suicidal
Tendenci es, singer Mke Miir and bassi st
Robert Trujillo noonlight in the groove-
met al band Infectious Grooves ...." --
Phoeni x Gazette, April 21, 1994; and

"Mnstrelsy is alive and | ouder than
ever with Infectious G ooves, a band from
Los Angel es that perfornmed at the Acadeny
on Tuesday night. Infectious Grooves is a
side project of Mke Miir and Robert
Trujillo, the | ead singer and bassist from
Sui ci dal Tendencies." -- N.Y. Tines, My
20, 1994.

None of the articles establishes, noreover, that as
inplicitly asserted in the petition for cancell ation,
petitioner is also the owner of such mark® i nasnuch as the
articles are adm ssible only for what they show on their face
and constitute inadm ssible hearsay if offered for the truth
of the matter(s) set forth therein. Furthernore, it is noted
that the earliest of the articles, although dated Septemnber
29, 1991 (and not January 1990 as petitioner asserts in his
brief), refers to "I NFECTI OQUS GROOVES" as a service mark for a
band or nusical group which is perhaps co-owned by anot her

person--Robert Trujillo--instead of just petitioner alone. 1In

> Section 1(a)(1) of the Trademark Act, 15 U.S.C. 8§1051(a)(1),
provides that only "[t]he owner of a trademark used in conmerce may
request registration of its trademark ... by paying the prescribed
fee and filing ... an application ...." (Enphasis added.)
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particul ar, Exhibit No. 45 to petitioner's notice of reliance
states in relevant part that:

"And Jane's [Addiction's] drunmer
St ephen Perkins has turned up on the new
debut al bum by Infectious G ooves, a side
project of Mke Miir and Robert Trujillo
from Sui ci dal Tendencies." -- L.A. Tines,
Sept enber 29, 1991.

Simlarly, Exhibit No. 40 to petitioner's notice of reliance,
while |ikew se dated before August 10, 1994, appears to
i ndicate that another entity--Epic Records--owns the service
mark rights to "I NFECTI OQUS GROOVES" instead of petitioner, as
alleged in the cancellation petition. Specifically, such
article states that:
"Epi ¢ Records' Infectious G ooves, a

five piece [band] that features the talent

of Suicidal Tendencies' Mke Miir and

Robert Trujillo, started off strong but

slowly | ost nmonentumas tinme ticked away."
-- Holl ywood Reporter, April 21, 1992.

Wth respect to the adm ssions by registrant which
are referred to in petitioner's brief as also showing that his
use of the mark "I NFECTI OQUS GROOVES" predates registrant's use
of the mark "I NFECTI OUS RECORDS, " a careful reading thereof
di scl oses that there is no adm ssion by respondent that
petitioner, although admttedly the prior user, used the mark
"I NFECTI OUS GROOVES" as a trademark for nusical sound
recordings. The record, instead, reveals that Request for

Adm ssion Nos. 3 and 4 state only that, "at the tinme it
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sel ected the mark | NFECTI QUS RECORDS for use with conpact
di scs, audio cassette tapes, video cassette tapes, |aser
di scs, LP, EP and single records,"” respondent respectively
"was aware of Petitioner" and "was aware of Petitioner's use
of | NFECTI OQUS GROOVES." Requests for Adm ssion Nos. 5 and 6
simlarly state that, "at the tinme Respondent filed its U. S
application to register | NFECTI OUS RECORDS for use with
conpact discs, audio cassette tapes, video cassette tapes,
| aser discs, LP, EP and single records," respondent
respectively "was aware of Petitioner"” and "was aware of
Petitioner's use of | NFECTI OUS GROOVES. "

Request for Adm ssion No. 15, which indicates that
"[t]he mark | NFECTI OQUS RECORDS is used in advertisenents for
Respondent's conpact discs, audi o cassette tapes, video

cassette tapes, laser discs, LP, EP and single records,"” fails
to provide any proof of petitioner's alleged priority of use
of the mark "I NFECTI OUS GROOVES." While it appears that the
reference thereto in petitioner's brief is a typographical
error and that petitioner nmeant, instead, to cite Request for
Adm ssion Nos. 13 and/or 14, the adm ssions set forth therein,
li ke those in Request for Admi ssion Nos. 3-6, fail to
denonstrate petitioner's clainmed priority of use. This is

because Request for Adni ssion Nos. 13 and 14 nerely provide

that, "at the time Respondent first used the mark | NFECTI OUS

10
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RECORDS for Respondent's conpact discs, audi o cassette tapes,
vi deo cassette tapes, |aser discs, LP, EP and single records,"”
respondent respectively "was aware of Petitioner"” and "was
aware of Petitioner's use of | NFECTIOUS GROOVES." There is no
i ndi cati on, however, that respondent's awareness of petitioner
and his use of the mark "I NFECTI OQUS GROOVES" was i n connection
with the use of such mark as a trademark for nusical sound
recordi ngs.

Finally, while it is noted in particular that
Request for Adm ssion No. 21 states that petitioner and
respondent "both sell nusical sound recordi ngs under their
respective marks | NFECTI OUS GROOVES and | NFECTI OQUS RECORDS, "
the sol e exanple of such use by petitioner which is of record
denonstrates that the use of the mark "I NFECTI OUS GROOVES" is
as a service mark, that is, as the nane of a band or nusical
group, and not as a trademark for nusical sound recordings.
Specifically, the copy of the specinens of use subnmtted by
petitioner in connection with his application to register the
mar k "1 NFECTI OUS GROOVES" for nmnusical sound recordi ngs, pre-
recorded conpact discs and audi o cassettes shows such mark
used as (i) the nane of the band or nusical group whose
recordi ngs conprise a single audio cassette tape entitled
"GROOVE FAM LY CYCO' and (ii) as part of the name of the

band(s) or mnmusical group(s) "SU Cl DAL TENDENCI ES & | NFECTI OUS

11
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GROOVES" whose recordings (along with those by such artists as
"CYCO M KE, " "THE FUNERAL PARTY," "CREEPER' and " MJUSI CAL
HERO N') make up the conpilation of performances |listed on a
single pre-recorded conpact disc. (Exhibit 1 of petitioner's
notice of reliance.) Such manner of use does not, by itself,
constitute a showi ng of use of the mark "I NFECTI OQUS GROOVES"
as a trademark for nusical sound recordings, including pre-
recorded conpact discs and audio cassettes. See In re Peter
Spirer, 225 USPQ 693, 695 (TTAB 1985). Even if it did, such
use in any event is subsequent to respondent’'s August 10, 1994
date of first use inasmuch as the recordi ngs bear the
indefinite dates of "©1997" in the case of the conpact disc
and, while nearly illegible, what appears to be "©1994" for
the audi o cassette. Absent testinony or other evidence,
however, such dates are respectively treated as bei ng Decenber
31, 1997 and Decenber 31, 1994. See TMEP Section 903. 07,
whi ch provides that "[w] hen only a year is given, the date
presuned is the | ast day of the year."

Accordi ngly, because petitioner, as the party with
the burden of proof in this proceeding, has not established a
necessary elenment of his pleaded claimof priority of use and
i kel'i hood of confusion in that he has not proven that he
first and continuously used the mark "I NFECTI OQUS GROOVES" as a

trademark for nusical sound recordi ngs and pre-recorded

12
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conpact discs and audi o cassettes featuring nusic since on or
before the August 10, 1994 date of first use which petitioner
has conceded that respondent is entitled to rely, the petition
for cancellation nust fail.®

Deci sion: The petition to cancel is denied.

® Whether petitioner is entitled to relief under an additional or
alternative claimof priority of use and |ikelihood of confusion with
respect to his prior rights in the service mark "1 NFECTI QUS GROOVES"
for nusical entertainnent services and respondent's nmark "I NFECTI QUS
RECORDS" for its compact discs, audio cassette tapes, video cassette
tapes, laser discs, LP, EP and single records is an issue which,
since it has not been pleaded nor tried by the express or inplied
consent of the parties, we do not determ ne. Respondent need only
defend a claimof which it has been given fair notice. |If, however,
such a claimhas not been proven by petitioner, respondent was under
no obligation to take testinony or subnmit other evidence in order to
prevail nor, unlike petitioner, was it required to file a brief
her ei n.
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